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DETAILED ACTION 

1 . This is in response to the applicant's communication filed on February 7, 2002. 
wherein claims 1-46 are pending. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his Invention. 

2. Claims 33-46 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 33, the applicant states in the preamble that the invention is directed to a 
system comprising one or more networks performing the steps of. The preamble does 
not match the body of the claim. 

If this is an apparatus claim, the applicant has failed to provide structure. 
Furthermore, "network" isn't always a computer network. There are dependent claims 
that said wherein the network is "a network of insurance brokers, or a network of 
insurance agents or a network of insurance application service providers". These 
dependent claim are evidence that the independent claim had within it's scope the 
meaning of "organization" for the term "network". An "organization" is people with 
specific responsibilities united for a particular purpose, not interconnected computers. 
Moreover, a "system" sometimes isn't really a system. The independent claim started 
out reciting a "system" that comprising one or more networks performing the steps of. 
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With no other structure in the independent claim to rely on, the alleged "system" of the 
independent claim may turn out to be non-statutory for being software per se. 

In Claim 34, the applicant states in the preamble that the invention is directed to 
a communication network. However, in claims 38-42, the applicant states that the 
communication network includes a network of insurance brokers, insurance agents, and 
Insurance application service providers. 

In Claim 46, the applicant states in the preamble that the invention is directed to 
in a method for providing electronic access to at least one regulated services and 
products, a system of protocols is imposed on one or more transactions involving said 
at least one of regulated services and products, the system comprising the steps of. It 
is not clear whether this is an apparatus claim, a method claim, or a claim directed to 
software. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 33-46 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Under the statute, the claimed invention must 
fall into one of the four recognized statutory classes of invention, namely, a process (or 
method); a machine (or system); an article of manufacture; or a composition of matter. 

For example, as to claim 33, it is not clear what statutory class the applicant's 
invention is directed to. The preamble states that the invention is directed to [i]n as 
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system configured to provide customized insurance sen/ices and products in real rime, 
tlie system comprising one or more networks for performing ttie steps of 
The language configured to provide \nou\6 lead one to think the Invention is directed to 
software. As stated above, "systenfi" sometimes isn't really a system. The independent 
claim started out reciting a "system" that comprising one or more networks performing 
the steps of. With no other structure in the independent claim to rely on, the alleged 
"system" of the independent claim may turn out to be non-statutory for being software 
per se. 

As to claim 46, the preamble reads: in a method for providing electronic access 
to at least one of regulated services and products, a system of protocols is impose on 
one or more transactions involving said at least one or regulated services and products, 
said system comprising the steps of: 

It is not clear whether this is a system/apparatus claim, a method claim, or a 
claim directed to software. 

Claim 34 is directed to a communications network used for providing real time 
access to customized insurance services. Furthermore, "network" isn't always a 
computer network. There are dependent claims that said wherein the network is "a 
network of insurance brokers, or a network of insurance agents or a network of 
insurance application service providers". These dependent claim are evidence that the 
independent claim had within ifs scope the meaning of "organization" for the term 
"network". An "organization" is people with specific responsibilities united for a 
particular purpose, not interconnected computers 
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4. Furthermore, claims 33-46 are rejected under 35 USC 101 for claiming human 
beings. MPEP 2105 states: 

If the broadest reasonable interpretation of the claimed invention as a whole 
encompasses a human being, then a rejection under 35 U.S.C. 101 must be 
made indicating that the claimed invention is directed to nonstatutory subject 
matter. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claim 33 is rejected under 35 U.S.C. 102(e) as being anticipated by Buddie et al 
(US 6,912,502) (hereinafter referred to as Buddie). 

Referring to Claim 33: 

Buddie discloses a system configured to provide customized insurance services 
and products in real time, the system comprising one or more networks performing 
the steps of: 

(a) determining a transaction for processing (Figure 1 Step 10 and col. 3, lines 
10-25); 
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(b) identifying at least one of a user's jurisdiction and a primary jurisdiction 
relevant to said transaction (Figure 1 (12) col. 1, lines 10-26, col. 3, lines 30-40); 

(c) detecting user input data (col. 2, line 59 thru col. 3, line 9)Figure 1 (14-18); 

(d) applying to said transaction, one or more laws of a jurisdiction identified as 
said user's jurisdiction or said primary jurisdiction that pertains to said transaction 
(col. 2, line 59 thru col. 3, line 9; Figure 1 (18)); and 

(e) outputting a transaction result that customizes said user data and application 
of said one or more laws of a jurisdiction identified as said user's jurisdiction or 
said primary jurisdiction that pertains to said transaction (Figure 1 (18)). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Offlce action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



6. Claims 1-4 and 46 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lederer et al (US 2002/0023109) (hereinafter referred to as Lederer) in view of 
Dutta et al (US 2003/0061058) (hereinafter referred to as Dutta). 
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Referring to Claims 1 , 4: 

Lederer discloses a method of providing electronic access to at least one of 
services and products that are subject to government regulation, said method 
comprising the steps of: 

(a) providing one or more databases of legal requirements governing 
said at least one of services and products (Figure 1 (122), [0042]); 

(b) providing one or more rules engines (GRCS System (110); [0013]; Figure 2 
processing functionality, Figure 8) 

(c) creating one or more networks linking each database and rules engine such 
that each service transaction and each product transaction is customized with the legal 
requirements relevant to said each service transaction and each product transaction 
(Figure 1, [0040]); and 

(d) outputting a transaction result (Figure 4 (414)). 

Lederer does not explicitly disclose establishing a hierarchy of how to apply legal 
requirements for each said at least one of services and products. 

However, Dutta discloses establishing a hierarchy of how to apply legal 
requirements for each said at least one of services and products [0027,0028]. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate into the compliance method of Lederer the application of rules 
set forth in Dutta so that when there are multiple jurisdictions with multiple regulations, 
by choosing the most restrictive set of interpretations, then all of the rules are followed. 
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NOTE: The Examiner is citing Dutta for the limitation of a hierarchy of how to 
apply legal requirements. Dutta's priority date is September 26, 2001. The Examiner 
is aware that the applicant is claiming priority to provisional application no. 60/267,556 
with a filing date of 2/9/2001 . However, the applicant can only claim priority for what 
was disclosed in the provisional application. Thus, the limitation of establishing a 
hierarchy of how to apply legal requirements has a priority date of 2/7/2002. 
Referring to Claim 46: 

Lederer discloses in a method for providing electronic access to at least one of 
regulated services and products, a system of protocols is imposed on one or more 
transactions involving said at least one of regulated services and products, 
said system comprising the steps of: 

(a) identifying one or more legal jurisdictions applicable to each transaction 
[0038],[0042]; 

(b) identifying by a choice of law analysis pertinent laws from the identified 
jurisdictions that are applicable to each transaction [0042]; 

and 

(f) outputting a transaction result (Figure 4 (414)). 

Lederer does not explicitly disclose identifying by a preemption analysis which 
laws substantially preempt other of said pertinent laws, among all remaining laws 
outside said pertinent laws, ranking of substantially all said remaining laws by level of 
stringency, and applying, in accordance with said ranking, one or more laws to each 



Application/Control Number: 1 0/072,289 Page 9 

Art Unit: 3629 

transaction such that one or more stringently ranked laws applied to a transaction 
substantially satisfies substantially all less stringently ranked applicable laws. 

However, Dutta discloses disclose identifying by a preemption analysis which 
laws substantially preempt other of said pertinent laws, among all remaining laws 
outside said pertinent laws, ranking of substantially all said remaining laws by level of 
stringency, and applying, in accordance with said ranking, one or more laws to each 
transaction such that one or more stringently ranked laws applied to a transaction 
substantially satisfies substantially all less stringently ranked applicable laws [0026- 
0028]. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate into the compliance method of Lederer the application of rules 
set forth in Dutta so that when there are multiple jurisdictions with multiple regulations, 
by choosing the most restrictive set of interpretations, then all of the rules are followed. 

NOTE: The Examiner is citing Dutta for the limitation of a hierarchy of how to 
apply legal requirements. Dutta's priority date is September 26, 2001. The Examiner 
is aware that the applicant is claiming priority to provisional application no. 60/267,556 
with a filing date of 2/9/2001 . However, the applicant can only claim priority for what 
was disclosed in the provisional application. Thus, the limitation of establishing a 
hierarchy of how to apply legal requirements has a priority date of 2/7/2002. 

Referring to Claims 2-3: 

Lederer discloses providing said legal requirements on a jurisdictional basis 
I0003],[0038][0042]. 
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7. Claims 5-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lederer and Dutta as applied to claim 1 above, and further in view of Hicks et al 
(2004/01 1 1379) (hereinafter referred to as Hicks). 
Referring to Claims 5-10: 

Lederer does not disclose configuring each network such that each service 
transaction and each product transaction is customized according to the legal 
requirements of a desired jurisdiction relevant to said each said service transaction and 
each said product transaction, providing security for each database and network to 
facilitate secure access and data transmission, providing security through a certification 
authority, authenticating identity of at least one of a user, a file and a transaction, 
employing technology to protect against interception of any information during data 
transmission, and providing security that is user-definable. 

However, Hicks discloses configuring each network such that each service 
transaction and each product transaction is customized according to the legal 
requirements of a desired jurisdiction relevant to said each said service transaction and 
each said product transaction, providing security for each database and network to 
facilitate secure access and data transmission, providing security through a certification 
authority, authenticating identity of at least one of a user, a file and a transaction, 
employing technology to protect against interception of any information during data 
transmission, and providing security that is user-definable [0006] [0119-0125], 
[0126].[0324-0338]. 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to Incorporate into regulatory compliance method of Lederer the certification 
taught in Hicks so as to be able to allow regulated institutions to come together by 
taking basic technology provided by public key cryptograph and public key 
infrastructure and combine it with adherence to a common set of operating rules to 
facilitate electronic commerce. 

8. Claims 1 1-32 are rejected under 35 U.S.C, 103(a) as being unpatentable over 
Lederer and Dutta as applied to claim 1 above, and further in view of Buddie et al (US 
6,912,502) (hereinafter referred to as Buddie). 
Referring to Claims 11-12: 

Lederer does not discloses wherein the products and services relate to insurance 
or finance. 

However, Buddie discloses wherein the products and services relate to insurance 
and finance (col. 2, lines 50-58). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate into the regulatory compliance method of Lederer services 
relating to insurance and finance since these are regulated industries which compliance 
with particular rules in a business context are important. 

Referring to Claims 13-32: 

Buddie discloses providing one or more query databases of at least one of 
federal and state laws governing each service and each product on a jurisdiction basis, 
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providing one or more query databases of at least one of country and regional laws 
governing each service and each product on a jurisdiction basis, providing one or more 
databases of jurisdiction-specific legal requirements governing electronic access and 
administration for said each service transaction and said each product transaction, 
providing one or more query databases of jurisdiction-specific licensing requirements 
governing said each service transaction and said each product transaction, providing 
one or more query databases of jurisdiction-specific privacy requirements governing 
said each service transaction and said each product transaction, providing one or more 
query databases of jurisdiction-specific electronic requirements governing said each 
service transaction and said each product transaction, providing one or more query 
databases of jurisdiction-specific advertising requirements governing said each service 
transaction and said each product transaction, providing one or more query databases 
of jurisdiction-specific requirements concerning electronic signatures and records 
governing said each service transaction and said each product transaction, configuring 
each network to allow use of permitted technologies as desired, and to bar use of 
prohibited technologies as desired, identifying a governmental jurisdiction governing 
said each service transaction and said each product transaction, identifying each 
governmental unit issuing legal mandates governing said each service transaction and 
said each product transaction, compiling legal requirements applicable to said each 
service transaction and said each product transaction for each desired jurisdiction, 
compiling information on said each service transaction and said each product 
transaction, configuring the network to include access to at least one of individuals and 
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entities that participate in providing said each service transaction and said each 
product transaction, wherein said jurisdiction is a state, wherein said jurisdiction is at 
least one of a country and member country, wherein said jurisdiction is a region, 
wherein said jurisdiction is a territory, wherein said jurisdiction is a commonwealth, 
wherein said jurisdiction is a district (col. 1, lines 11-26; col. 3, lines 10-40; col. 6, lines 
47-63).. 

9. Claims 34-42 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Buddie et al (US 6,912,502) (hereinafter referred to as Buddie) in view of Dutta et al (US 
2003/0061058) (hereinafter referred to as Dutta). 
Referring to Claims 34-42: 

Buddie discloses a communications network used for providing real time access 
to customized insurance services, said network comprising: 

(a) one or more databases for storing at least one of legal and regulatory data 
governing an insurance transaction (Figure 7 290 col. 13, lines 35-37) ; 

(b) one or more databases for storing at least one of insurance 
products data and insurance services data (Figure 5B); 

(c) one or more rules engines (col. 10, lines 23-32) 

(d) one or more processors for processing data transmitted over said network 
(Figure 7 (255)); 

and 

(e) a data management system for managing integration of insurance 
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transaction data and rules with said at least one of legal and regulatory data governing 
said insurance transaction (Figure 7 (280), col. 13, lines 33-35) . 

Buddie does not explicitly disclose establishing a hierarchy of how to apply legal 
requirements for each said at least one of sen/ices and products. 

However, Dutta discloses establishing a hierarchy of how to apply legal 
requirements for each said at least one of services and products [0027,0028]. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate into the compliance method of Lederer the application of rules 
set forth in Dutta so that when there are multiple jurisdictions with multiple regulations, 
by choosing the most restrictive set of interpretations, then all of the rules are followed. 

NOTE: The Examiner is citing Dutta for the limitation of a hierarchy of how to 
apply legal requirements. Dutta's priority date is September 26, 2001. The Examiner 
is aware that the applicant is claiming priority to provisional application no. 60/267,556 
with a filing date of 2/9/2001 . However, the applicant can only claim priority for what 
was disclosed in the provisional application. Thus, the limitation of establishing a 
hierarchy of how to apply legal requirements has a priority date of 2/7/2002. 

1 0. Claims 43-45 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Buddie and Dutta as applied to claim 34 above, and further in view of Hicks et al 
(2004/0111379) (hereinafter referred to as Hicks). 
Referring to Claims 43-45: 
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Buddie discloses that an insurer must hold a certificate of authority in each state 
(col. 1, lines 10-26). Buddie does not explicitly discloses security measures enabling 
said network to be secured, wherein said security measures include at least one of 
encryption and non-encryption technologies, further including a certification authority 
for authenticating at least one of an identity of a user, a file and a transaction. 
[0006] [0119-0125], [0126],[0324-0338]. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate into regulatory compliance method of Buddie the certification 
taught in l-iicks so as to be able to allow regulated institutions to come together by 
taking basic technology provided by public key cryptograph and public key 
infrastructure and combine it with adherence to a common set of operating rules to 
facilitate electronic commerce. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janice A. Mooneyham whose telephone number is (571) 
272-6805. The examiner can nonnally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. John Weiss can be reached on (571) 272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Jan Mooneyham 
Patent Examiner 
Art Unit 3629 



